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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Ext ensions of t^e rnay be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

" !! In n! ri °H Y reP '. y Spedfie r l b °u e iS ' eSS th3n thifty (30) dayS ' 3 rep,y within the statutor y minimum of thirt V ( 3 °) days will be considered timely 

" ? r ^ 'f h spe< ? fied above the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure o reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C $ 1 33) GOmmunicall0n 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). y CULK ^ dI, y 

Status 

T)E3 Responsive to communication(s) filed on 03 October 2003 . 
2a)D This action is FINAL. 2bM This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [X] Ciaim(s) 1-51 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-20.24-38 and 40-51 is/are rejected. 

7) KI Claim(s) 21-23 and 39 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) U Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) [X] Information Disclosure Statemetit(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 
Paper No(s)/Mail Date t/V ff^ / ^ " ; 
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Information Disclosure Statement 
Applicant is advised that several entries on the PTO-1449 forms have been lined through 
only because the Examiner wishes that the record reflect that these references are considered 
particularly germane to the present case should it evolve into a patent. (Documents cited by an 
Examiner are highlighted with an asterisk next to them on the cover page of the patent.) 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-18, 24-27, 29-37, 40-41, 44-45, and 47-48 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Yeager, U.S. Patent Application Publication No. 2003/0096123. 

The applied reference has a common assignee/inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 
U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing 
under 37 CFR 1.132 that any invention disclosed but not claimed in the reference was derived 
from the inventor of this application and is thus not the invention "by another," or by an 
appropriate showing under 37 CFR 1.131. 

Yeager discloses a thermosetting composition comprising a derivatized polyarylene 
oxide, an alkenyl aromatic monomer, and an acryloyl monomer. Especially relevant to the 
present discussion, Yeager discloses a preparative method for the polyarylene oxide (paragraph 
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130) wherein polymer {poly(2,6-dimethylphenyl ether)} and modifier (methacrylic anhydride) 
are reacted in the presence of an amine catalyst (dimethylaminopyridine) and, thereafter, the 
modified polymer product is isolated by precipitating in a non-solvent (methanol) and filtered. 
Notably, it is precisely this approach that Applicant advocates in preparing a curable composition 
comprising said modified polyarylene oxide having the specified low water-absorption 
characteristic. That is, insofar as Yeager teaches an anticipatory curable composition and an 
identical way of preparing/isolating the polyarylene ether component, Yeager' s composition will 
inherently satisfy the claimed property limitation. "The claiming of a new use, new function or 
unknown property which is inherently present in the prior art does not necessarily make the 
claim patentable." In re Best, 562 F.2d 1252, 1254, 195 USPQ 430, 433 (CCPA 1977). The 
limitations of claims 2-4 are, likewise, inherently satisfied by the prior art composition given that 
the limitations set forth therein are all outcomes of the isolation step. 

Concerning claims 5-16, a matching description of the polyarylene ethers employed in 
the prior art composition, the materials from which they are made, and their contribution to the 
total weight of the composition is provided in paragraphs 8-11,16, 24, 28, 33, 38, and 130. 

Concerning the olefinically-unsaturated monomers outlined in claims 25-27 and 29-32, a 
matching description of an alkenyl aromatic monomer and an acryloyl monomer is offered in 
paragraphs 39, 40, 45, 49, and 60. A weight contribution corresponding to that disclosed in 
claim 32 is mentioned in claim 66. 

As for claims 33-35, the addition of similar fillers, and in similar amounts, is taught in 
paragraphs 78 and 94. The additives delineated in claim 40 are mentioned at paragraph 74. 

As for claims 36 and 37, a similar list of peroxide initiators is provided in paragraph 68. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 19-20, 38, 42-43, 46, 49, and 50-51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yeager, U.S. Patent Application Publication No. 2003/0096123. 

Concerning claims 19, 20, and 50-51, precipitation in a non-solvent a is long-known 
means of isolating polyarylene ether from its preparation mixture. Further, one of ordinary skill 
will appreciate that the lower alcohols structurally similar to methanol would be suitable non- 
solvents. "It is prima facie obvious to substitute equivalents, motivated by the reasonable 
expectation that the respective species will behave in a comparable manner or give comparable 
results in comparable circumstances." In re Ruff 118 USPQ 343; In re Jezel 158 USPQ 99; "the 
express suggestion to substitute one equivalent for another need not be present to render the 
substitution obvious." In re Font, 213 USPQ 532. 

As for claim 38, it is known to add inhibitors to polymerization systems containing 
catalysts where immediate reaction is undesirable, e.g. where the mixture is packaged for 
commercial sale and polymerization/curing is to be carried out at a later time. "It is prima facie 
obvious to add a known ingredient to a known composition for its known function." In re 
Lindner 173 USPQ 356; In re Dial et al 140 USPQ 244. 

As for claims 42-43, 46, and 49, Table 3 outlines several compositions that mirror that 
recited in claim 42 in most respects with the exception of the incorporation of fused silica. 



Application/Control Number: 10/678,243 p age 5 

Art Unit: 1712 

Nevertheless, the broader disclosure provides for adding fumed silica to the compositions that 
constitute Yeager's invention and in amounts correlating with that mandated by the claim hence 
the invention outlined in these claims is obvious. 

Allowable Subject Matter 
Claims 21-23 and 39 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. Although it is known to extract impurities from a PAS- 
containing reaction mixture using liquid-liquid extraction techniques, there is nothing 
particularly motivating the skilled artisan to carry out this step in addition to the precipitation as 
precipitation alone seems to purify the polymer to a significant degree. 

U.S. patent Application Publication No. 2002/0177027 and U.S. Patent # 6,352,782 are 
cited for their disclosure of similar formulations and preliminary purification of the polyarylene 
ether starting material by precipitation in a non-solvent prior to its use in the formulation. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272-1096. The 
examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). 
December 7, 2004 
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